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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 12,
which are all of the clainms pending in the subject
appl i cation.

Clains 1 and 12 are illustrative of the clainms on appeal

and are reproduced bel ow
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1. A nelt blend stabilizer conposition
exhi biti ng enhanced hydrolytic stability conprising:

(A) a phosphorous conpound sel ected fromthe
group consi sting of phosphites and phosphonites,
sai d phosphorous conpound bei ng present at a | evel
of from 10 percent by weight to 90 percent by wei ght
based on the total weight of the stabilizer
conposi tion,

(B) a hindered phenolic isocyanurate present at
a level of from 10 percent by weight to 90 percent
by wei ght based on the total weight of the
conposition, and

(© less than about 10 percent by wei ght
addi tional material s.

12. A nethod for making a stabilizer
conposition exhibiting enhanced hydrol ytic
stability, said nethod conpri sing:

(a) nelt blending a phosphorous conmpound and a

hi ndered phenolic isocyanurate; said conposition

conprising from10 to 90 wei ght percent of said

phosphor ous conmpound and from 10 to 90 wei ght

percent of said hindered phenolic isocyanurate based

on the total weight of the conposition.

The subject matter on appeal relates to a nelt blend
stabilizer conposition conprising, in the recited amounts, (A)
a phosphite or phosphonite, (B) a hindered phenolic
i socyanurate, and (C) additional materials and to a nmethod for
maki ng a stabilizer conposition. According to the appellant,
the clai nmed conposition exhibits inproved hydrolytic

stability. (Substitute appeal brief, page 2.)
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The exam ner relies upon the followng prior art

references as evidence of unpatentability:

Glles 4,025, 486 May 24,
1977
Chaser 4,444,929 Apr. 24,
1984
Neri et al. (Neri) 4,957, 956 Sep. 18,
1990

Clainms 1 through 12 stand rejected under 35 U.S.C. § 103
as unpatentabl e over the conbi ned teachings of Chaser, Glles,
and Neri. (Exam ner’s answer, pages 3-4.)!

Upon careful consideration of the entire record, we agree
with the appellant (substitute appeal brief,2 page 8) that the

exam ner has not established a prima facie case of obvi ousness

within the meaning of 35 U.S.C. 8§ 103. Accordingly, we

reverse. The reasons for our determ nation foll ow

! The exam ner has withdrawn the rejection of clains 1
through 12 under the first paragraph of 35 U. S.C. § 112.
(Exam ner’s answer, page 3; final Ofice action, page 2.)

2 |t appears that the substitute appeal brief (“Corrected
Brief on Appeal” filed April 2, 1999), which elimnated
certain mnor informalities in the original appeal brief
(Paper 8), has not been recorded in the “Contents” section of
the file wapper. On return of this application, the exam ner
shoul d ensure that the substitute appeal brief is assigned a
paper nunber and is clerically entered.

3
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Initially, we note that appealed clains 1 and 12 recite a
“melt blend stabilizer conposition” and “nelt blending a
phosphor ous conpound and a hi ndered phenolic isocyanurate,”
respectively. Although the specification does not expressly
define the term*®“nelt blend” or “nelt blending,” one skilled
in the relevant art would understand froma readi ng of the
entire specification that the term“nelt blend” refers to the
bl endi ng or m xing of the stabilizer conponents under
conditions such that at |east one of these conponents is in
nolten form (Specification, page 2, lines 19-30; page 9,

i nes 20-26; page 10, |ines 30-33.)

We now consi der the teachings of the applied prior art
references. Chaser describes stabilizer systens for organic
materials in which sterically hindered 4-substituted-2,6-di-t-
but yl phenyl bi s(substituted phenyl) phosphites are used in
conmbi nati on wi th hydroxyphenyl al kyl eneyl i socyanur at es.
(Colum 1, lines 32-39.) Although Chaser teaches that “the
stabilizer mxture is added” to the organic material (columm
5 lines 30-39), the only description relating to a
“stabilizer mxture” is a solution or a suspension of the
stabilizer conpounds in a solvent, which is evaporated

4
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subsequent to mxing with the plastic (i.e., the organic
material). (Colum 7, lines 62-65.)

Simlarly, Glles teaches the conbination of a
hydr oxyphenyl al kyl eneyl isocyanurate conmpound and a
pentaerythritol phosphite conpound as an ultraviolet |ight
stabilizer for polyolefins. (Colum 2, lines 15-18.)
According to Glles, the stabilizer can be dispersed in
plastic materials by dissolving or suspending the stabilizer
conpounds in a solvent such as acetone or benzene, m xing the
solution or suspension with the plastic in powder form and
t hen evaporating the solvent. (Colum 5, lines 53-58.)

Wiile the patentability of appealed claim1l rests on the
actual product nmade,® the exam ner has not alleged that a
stabilizer conposition nade by a process that does not involve
melt blending (e.g., physical mxing) would forma product
that is indistinguishable fromthe clained product. Nor do we
find any reasonabl e factual basis on this record for shifting
t he burden of proof to the appellant to show that the products

are indeed distinguishable.

3 See In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966
(Fed. Cir. 1985).
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The exam ner apparently realized that neither Chaser nor
Glles describes a “nelt blend stabilizer conposition” as
requi red by appealed claim1l or a nethod conprising “nelt
bl endi ng” a phosphorous conmpound and a hi ndered phenolic
i socyanurate as required by appealed claim1l2. To renedy this
deficiency, the exam ner relied upon Neri. Specifically, the
exam ner held as foll ows:

Since Neri et al. discloses that conventional

conbi nati ons of hindered phenols and phosphorus

conpounds overcone their tendencies towards

hydrol ysis when utilized in solid continuous and

di spersed particul ate phases, formed by nelt

bl endi ng, and foll owed by rapid cooling, the

i ncorporation of an additional step of nelt bl ending

the Glles conpositions to forma solid particulate

bl end for the purpose of discouraging premature

hydrol ysis, would have been an obvious variation to

one of ordinary skill in the art at the tinme of

applicant’s invention. [Exam ner’s answer, p. 4.]

We di sagr ee.

Neri teaches a stabilizing conposition containing a
conti nuous and anor phous phase of tetrakis-[3-(3,5-di-t-butyl-
4- hydr oxyphenyl ) - pr opi onyl - oxynet hyl | net hane and a di spersed
phase of certain organic phosphites. (Colum 2, lines 1-7.)

Al though Neri describes mxing the tetrakis-[3-(3,5-di-tert-

but yl - 4- hydr oxyphenyl ) - pr opi onyl - oxynet hyl ] met hane and t he
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organi ¢ phosphite in nolten form (colum 3, line 41 to colum
4, line 38), there is no teaching, notivation, or suggestion
in the applied prior art to extend Neri’s nelt bl ending
technique to a m xture of a phosphorous conpound and a

hi nder ed phenolic isocyanurate as called for in the clains on

appeal. As pointed out by the appellant (substitute appeal
brief, page 8), “[b]Joth the suggestion and reasonabl e
expectation of success nust be founded in the prior art, not
in the applicant’s disclosure.”

In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed.

Cr. 1991) (citing In re Dow Chem cal Co., 837 F.2d 469, 473,

5 USPQ2d 1529, 1531 (Fed. Cir. 1988)). Here, neither the
suggestion nor the expectation of success is found in the
applied prior art.

For these reasons, we hold that the applied prior art

references do not establish a prina facie case of obvi ousness

agai nst appeal ed i ndependent clains 1 and 12 within the
nmeaning of 35 U.S.C. § 103. Since appealed clainms 2 through
11 all depend fromclaim1, it follows that the subject matter

of these dependent clains would al so not have been obvi ous
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over the applied prior art references. 1n re Fine, 837 F. 2d
1071, 1076,
5 USPQ2d 1596, 1600 (Fed. Cir. 1988).

The decision of the examiner is reversed.

REVERSED

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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